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Outline
• Understanding your possible IP rights 
• Understanding the business environment
• How will the technology be monetized?
• Where will the IP rights be used?
• What kinds of claims are available?
• The Need to Educate an Examiner
• USPTO rules based on recent court cases
• Patent Reform (S. 515)
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Understanding your possible IP rights

• Understand how the technology will 
operate in the real world

• Is technology “evolutionary” or 
“disruptive”?

• Identify who likely will be the competitor 
technologies and competitor organizations

• What time scale will be required to 
introduce the technology?
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Understanding the business environment

• Existing or “legacy” technology, if any
• Hurdles that must be overcome to 

implement the technology (e.g., industry 
standards, government regulations, etc.)

• Potential market size
• Likely competitors
• Size of investment required to bring the 

technology to market
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How will the technology be monetized?

• Used in existing organization (e.g., a 
producer of the goods or services)

• Licensed to a third party 
• Used to extract revenue from existing 

operating organizations (e.g., 
manufacturer, vendor, end-user) 

• Licensed to a startup (possibly with equity 
taken back) (applies to University clients)
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Where will the IP rights be used?
• Where should you file applications?
• Geographical considerations (US vs world)

– Market considerations (e.g., population, ability 
to purchase, likely demand)

• Where are the competitors situated?
• Where are specific resources needed for 

implementing the technology situated?
• What are the costs to obtain rights in 

various jurisdictions?
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What kinds of claims are available?

• By jurisdiction, determine what claims are 
available (e.g., in US, process, machine, 
manufacture, composition of matter)
– Software? 
– Signals?
– Business methods?

• Consider issues relating to claim 
enforcement 
– Draft claims so that a single actor infringes
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The Need to Educate an 
Examiner

From Dennis Crouch’s Patently-O blog (www.patenlyo.com)  
February 5, 2010
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Recent USPTO Rules Changes

• Rules relating to obviousness after KSR 
Int'l Co. v. Teleflex, Inc., 550 U.S. 398 
(2007)

• Rules relating to patentability after In re 
Bilski, 545 F.3d 943 (Fed. Cir. 2008)
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Patent Reform
• Senate Bill S.515 (Patent Reform Act of 2010)

– “First to File” gets priority; interference becomes 
derivation proceeding; inventor 1 year grace period

– Damages likely to be limited
• The court shall identify the methodologies and factors that are relevant to the determination of 

damages, and the court or jury, shall consider only those methodologies and factors relevant to 
making such determination.

– Limitations on willfulness damages
– Adds Post Grant Review Procedures within nine 

months of issuance, submission of references by third 
parties

– Best Mode requirement eliminated as basis for patent 
invalidity

– Interlocutory appeals may be available in litigation
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